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AMENDMENT TO H.R. 1249, AS REPORTED

- OFFERED BY MR. MANZULLO OF ILLINOIS

Strike section 10 (page 81, line 14 through page 89,
line 23), and redesignate succeeding sections and ref-
erences thereto (and conform the table of contents) ac-

cordingly.
Page 131, lines 21 and 22, strike ‘“section 10(h) of
this Act or”. ‘ ’

Page 68, line 9, strike “section 18 and” and insert

“section 177.

fAVHLC\060811\060811.155.xmi (49955911)
June 8, 2011 (4:32 p.m.) :
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MS. MOORE OF WISCONSIN

Page 139, insert the following after line 12 and re-
designate succeeding sections (and conform the table of

contents) accordingly:

[y

SEC. 29. ESTABLISHMENT OF METHODS FOR STUDYING
THE DIVERSITY OF APPLICANTS.

The Director shall, not later than the end of the 6-
montﬁ period beginning on the date of the enactment of
this Act, establish methods for'studying the diversity of
patent applicants, including those applicants who are mi-
norities, women, or veterans. The Director shall not use

the results of such study to provide any preferential treat-

O o0 0 oy B W N

ment to patent applicants.

.

f:\VHLC(06131 1\061311.154.xmi (50002812)
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MS. MOORE OF WISCONSIN

Page 135, line 2, insert after “Office” the following:

‘ including small businesses, women-owned businesses,

and minority-owned businesses”

|

FAVHLC\061011\061011.145.xml (49973512)
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AMENDMENT TO H.R. 1249, AS REPORTED
OFFERED BY MR. PETERS OF MICHIGAN AND MR. -

RENACCI OF OHIO

Page 139, insert the following after line 12 and re-
designate succeeding seetions (and conform the table of

contents) accordingly:

1 SEC. 29. USPTO STUDY ON INTERNATIONAL PATENT PRO-

2 TECTIONS FOR SMALL BUSINESSES.
3 (a) STUDY REQ{TIREI).—ThC Director of the United
4 States Patent and Trademark Office (the “Direetor”), iri_
5 consultation with the Seeretary of (‘;ommércc and the Ad-
" 6 ministrator of the Smaﬂ Business Administration, shall,
.7 using the éxisting resources of the Office, carry out a
8 studv— |
9 (1) tvo determine how the United' States. Patent
10 and Trademark Office, in coordination with other
11 Federal departments and agencies, can best help
12 small businesses with international pat'ent- protee-
13 tion; and
14 (2); whether, in ()I‘d(:l’" to lielp small busingsses
15 | pay for the costs of filing, maintaining, and enfore-
16 ) ing international patent applications, there should be’
17 established L%itll(»j'%
FAVHLC\06111 1\661 111 .065.xml (49402217)

June 11, 2011 (1:29 p.m.)



F:\IVI]Z\PETERS\PETERS__O%.XML

| 2

1 (A) a revolving fund loan program to make
loans to small businesses to defray the costs of

such applications, maintenance, and enforce-

ment and related technical assistance; or

2

3

4

5 (BB) a gw'ant program to defray the costs of
6 such applica.ti()né, n-1a.i1-;1tcnéme, and enforce-
7 ment and related technical assistance.

8 (b) 'REP()RT.——N()t later than 120 days after the date
9 of the enactment of this Act, the Director shall issue a

10 report to the Congress containing—

11 : . (1) all findings and (letel‘nﬁnﬁtiohé made in car-
12 rying out the study required under subsection (a);

13 | (2) a statement of whether the determination
14 was made that—

15 (A) a revolving fund loan pr()g"ranf de-
16 - .scribed under subsection (a)(2)(A) should be es-.
17 tablished;

18 | (B) a grant program described under sub-
19 ' ‘sec’pion '(&)(2)(13) should he established; or

20. (C) neither such 'pr(')gram should be estab-
21 lished; and |
22 (3) any legislative recommendations the Diree-
23 tor may h_ave developed in carrying out such study.

fAVHLC\061111\061111.005.xmi (49402217Y
June 11, 2011 (1:29 p.m.) ’ :
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AMENDMENT TO H.R. 1249, ASREP(‘)RT‘ED

OFFERED BY Ms. BALDWIN OF WISCONSIN

Page 36, strike line 10 and all that follows through
page 40, line 5, and redesignate succeeding sections. and
references thereto (and conform the table of contents) ac-

cordingly.

Page 68, line 9, strike “‘section 18” and insert ‘“‘sec-

tion 177.

Page 115, line 10, strike “6(f)(2)(A)” and insert
“5(0)(2)(A)”.

fAVHLC\061311\061311.,056.xml (49995111)
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AMENDMENT TO H.R. 1249, AS REPORTED

'OFFERED BY MS. WATERS OF CALIFORNIA

Page 139, insert the following after line 12 and re-
designate succeeding sections (and conform the table of

contents) accordingly:

1 SEC. 29. SEVEI;ABILITY.

If aﬁy provision of this Act or amendment made by
this Act, or the.application of a provision Of amendment
to any person or circumstanee, 18 held to be unconstitu-
tional, the remainder of this .Act and ameﬁdments made
by this Act, and the application of the provisions énd

amendment to any person or circumstance, shall not be

affected by the holding.
|

fAVHLC\061311\06131 1.001.xmi (499895!1)
June 13,2011 (9:13a.m,) 3
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MS. WATERS OF CALIFORNIA

Strike section 18 and redesignate succeeding sec-
tions (and conform cross-references and the table of con-
. tents) accordingly.

fAVHLC\061311\061311.137.xml (49987912)
June 13, 2011 (2:23 p.m.)
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY Ms. WATERS OF CALIFORNIA

Page 139, insert the following after line 12. and re-
" designate succeeding .sections (and conform the table of

-contents) accordingly:

1 SEC. 29. USPTO FAIR INCLUSION STANDARDS IN PROCURE-
MENT.

(a) In GENERAL.:—Not later than i:he end of the 6-
month period beginning on the date of the enactment of '
this Aect, the Director vshall develop and implement stand-
ards and procedures to ensure, to the maximum extent
possible, the 'fair inclusion and utilization of minority- and

women-owned businesses in all procurement activities.

O 0 N L AW N

(b) DIVERSITY COMPONENT.—The procedures estab-

lished by the Office for review and evaluation of contract

i
——_—

proposals and for hiring service providers shall include, to

—
[\

the extent consistent with applicable law, a component

ju—
W

that gives consideration to the diversity of the applicant

Pl
N

and the applicant’s good faith efforts to include women

bt .
W

and minorities in its workforce.

—
(@)

(¢) RULE OF CONSTRUCTION.——Nothing in this sec-

—
~

tion shall be construed as placing any requirement on the

FAVHLC\061311\061311.187.xml (49987715)
June 13, 2011 (3:31 p.m.) "
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1 Director or the Office with respect to the examination. of

2 élpplications for, or the issuance of, patents or trademarks.

FAVHLC\061311\061311.187.xml (49987715)
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AMENDMENT To H.R. 1249, S REPORTED

OFFERED BY MS. WATERS OF CALIFORNIA

Page 139, insert the following after line 12 and re-

designate succeeding sections (and conform the table of

contents) accordingly:

1 SEC. 29. USPTO PREFERENCE FOR POTENTIAL CONTRAC-

2 TQRS THAT CARRY ouT CERTAIN ACTIVITIES.
3 In evaluating offers submitted in response to a solici-
4 tation for contracts, the Director shall provide a pref-
5 erence to .any offeror that—
6 (1)’ enhances undergfaduate_, graduate, and doc-
7 toral programs in science, technology, engineering,
8 and math (in this section referred to as “STEM”
9 disciplines); |
10 (2) makes investments, such as progrémmjng
11 and curriculum development, in STEM programs
12 within elementary and seeoﬁdary schools;
13 (3) encourages employees to volunteer in Title
14 .I schools in order to enhance STEM education and
15 programs;
16 ' (4) rﬁakes personnel available to advise and as-
17 sist faculty at such colleges and urﬁifersities in the
f:\VHLC\061111\061111,005.xm| ‘ (499878i1)

June 11, 2011 (2:23 p.m.)
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2
1 | performance of STEM research and disciplines erit-
2 lcal to the functions of the Department of Defense;
3 (5) establishes partnerships between. the offeroi'
4 and histbrically Black colleges and universities and
5 minority-serving institutions for the purplovse of
6 training students.in scientific disciplines;
7 (6) awards scholarships and felloWships, and es-
8 - tablishes cooperative work-education programs in
9 scientific disciplines; or
10 (7) conducts recrujtmeﬁt activities at histori-
11 cally Black colleges and universities and other -
12 nority-serving institutions or offers internships or
13 apprenticeships. |
. |
.f:\VHLC\OG‘l111\061111.008.xml | (499878(1)

June 11, 2011 (2:23 p.m.)
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AMENDMENT TO H.R. 1249, AS REPORTED
OFFERED BY MR. POLIS OF COLORADO
Page 108, beginning on line 18, strike ‘“pending on,

or filed on or after,” and insert “filed on or after”. .

FAVHLC\061311\061311.268.xml (49981313)
June 13, 2011 (4:55 p.m.)
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MR. ROHRABACHER OF CALIFORNIA

Page 73, after line 2, insert the following new sub-

section:

(1) INAPPLICABILITY OF POST-GRANT REVIEW TO
CERTAIN SMALL ENTITIES.— -
(1) IN GENERAL.—Notwithstanding any. other

provision of law, a patent granted to a United States

1
2
3
4
5 citizen, an individually lawfully admitted for perma- -
6 nent residence in the United States, or a United
7 States company with less than 100 emﬁloyees shall
8 not be subject to any form of post—g'rént review or
9 reexamination.

10 (2) RULEMAI{ING.—The Director shall issue

11 “such regulations as may be necessary to carry out

12 this subsection.

.

~ fAVHLC\0613111061311.280.xmi _(50010111)
June 13, 2011 (5:05 p.m.) .
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AMENDMENT TO H.R. 1249, As REPORTED

OFFERED BY MR. LUJAN OF NEW MEXICO

Page 135, line 22, strike the period and insert a

semicolon.
Page 135, after line 22, insert the following:

1 ' (C) shall evaluate and consider thé extent
to which the purposes of satellite ofﬁceé listed
under subsection (b) will be achieved,;
(D) shall coﬁsider the availability of sci- .
entific and technically knowledgeable personnel |
in the region from which to draw new patent
_ examiners at minimal recruitment cost; and '

(E) shall consider the economic impaet to

O 0 N o W AW

the region.
Page 136, line 9, insert before the semicolon the fol-
lowing: “, in'cluding an explanation of how the selected lo-
cation will achieve the purposes of satellite offices listécl

under subsection (b) and how the required considerations

listed under subsection (¢) were met” . ~

FAVHLC\061311\061311.147.xml (49980612)
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MR. LUJAN OoF NEW MEXICO

Page 139, after line 20, insert the following new sec-

tion (and redesignate subsequent sections and conform

the table of contents accordingly):

1
2
3
4
5
6
7
8
9

'SEC. 30. ASSISTANCE FOR INDEPENDENT INVENTORS AND
SMALL BUSINESSES.
Using available resources, the Director shall work

with local small business assistance and economic develop-

ment organizations, including organizations affiliated with

national laboratories and research universities, in the es-

tablishment of programs to assist independent inventors

and small businesses with issues arising during the patent

application process.

fAVHLC\0610111061011.138.xmt (499808(2)
June 10, 2011 (2:31 p.m.)
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AMENDMENT TO HL.R. 1249, AS REPORTED
OFFERED BY MR. SENSENBRENNER OF -

WISCONSIN

Page 5, strike line 1 and all that follows through
page 27, line 20, and redesignate succeeding sections and
references thereto (an'd conform the table of contents) ac-
cbrdingly. : |

Page 68, strike line 18 and all that follows through
page 70, line 2. |

Page 68, line 9, strike “section 18" and all that fol-
lows through “3(xn)(1)” on line 11 and insert “section 17,

- shall apply to any patent for which an application is filed

on or after that effective date’.

Page T4, line 3, strike ‘“‘derivation” and insert “in-

terference”.

Page 74, line 7, strike “derivation” and insert “in-

terference”.

Page 76, line 7, strike “DERIVATION” and insert

“INTERFERENCE” .

~ Page 76, lines 7 and 8, strike “a derivation” and in-

sert ‘“‘an interference’.

’

FAVHLC\060311\060311.164.xml (49929812)
June 3, 2011 (5:18 p.m.) )
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Page 76, lines 12 and 25, strike ‘“‘derivation” and
insert “interference’.

Page 77, line 6, strike “a derivation” and insert “‘an
interference”.

- Page 77, line 10, strike “derivation” and insert “in-
terference”’.

Page 77, line 23, strike “a derivation” and insert
“an interference”. |

Page 78, insert the following after line 1 and redes-

ignate the succeeding subsection accordingly:

(@) CONFORMING AMENDMENTS.—Sections 134,

145, 146, 154, and 305 of title 35, United States Code,

1

2

3 are each amended by striking “Board of Patent Appeals
4 and Interferences” each place that term appears and in-
5

serting ‘“‘Patent Trial and Appea_l Board”.

Page 109, strike lines 11 through 13 and insert the
following: '
6 by inserting “(other than the requirement to disclose the
7 best mode)”’ after “section 112 of this title”.
Page 113, line 20, strike “as in effect” and all that
follows through “3(n)(1),” on line 22.

fAVHLC\060311\060311.164.xml (49929812)
June 3, 2011 (5:18 p.m.)
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Page 113, line 25, strike “(as in” and all that, fol-
lows through ‘“date)” on page 114, line 1.

Page 114, line 9, strike “(as in effect” and all that
follows through “3(n)(1)” on lne 11.

Page 115, line .10, strike “6(f)(2)(A)” and insert
“5(£)(2)(A)”.

FAVHLC\060311\06031 1..1 64.xml (49920812)
June 3, 2011 (5:18 p.m.)
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AMENDMENT TO H.R. 1249, AS REPORTED
' OFFERED BY MR. SMITH OF TEXAS
Page 3, line 5, strike “America Invents Act” and in-
sert “Leahy-Smith America Invents Act”.
‘Page 4, lines 10 and 22, strike “5(a)(1)” and insert
- 4:5(3)77-' ’ :
Page 16, line 1, insert after the period the fo]lowihg:
“In appropriate circumstances, the Patent Trial and Ap-

peal Board may correct the namiﬁg of the inventor in

Aaﬁy application or patent at issue.”.

- Page 25, strike line 13 and all that follows through
page 27, line 2, and rédesi_gnate the succeeding sub-

sections accordingly.

Page 27, line 4, strike “registration”.

Page 27, line 5, strik_é “inventor to use” and insert

- “to invent”.

Page 27, line 6, insert “and the useful arts” after

“Seience”. |
" Page 27, line 9, strike “granted by the” and insert

“provided by the grant of”. o

fAVHLC\061311\061311.151.xml (499437111)
June 13, 2011 (2:38 p.m.) -
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2
Page 27., line 12, strike “‘registration”.

Page 27, line 13, strike “invento.rl to use” and insert

“to 1nvent”.

- Page 27, lines 14 and 15, strike “harmonize the
United States patent registration system with the patent
registration systems” and insert ‘“‘improve the Unit_e‘d.

States patént system' and prbmote harmonization of the

“United States patent system with the patent systems”:

- Page 27, line 18, strike “a greater sense of’ and in-

sert “‘greater’.

Page 36, strike line 10 and all that follows fhf.ough

page 40, line 5, and insert the following (and conform the

table of contents) accordingly:

10
11

1
2
3
4
.
6
7
8
9

~ SEC. '5. DEFENSE TO -]INFR]NGEMENT'B.ASED. ON PRIOR
| Cbnﬂw:ERCiAL USE. | _

(a) IN GENERAL.—Section 273 of title 35, United: .
StatesCode, is a,ménded to read as follows:
“§ 273. Defense to infringement based on prior com-

. mercial usé |

“(a) IN GENERAL.—A person shall be entitled to'a
defense under section 282(b) with respect to Subject mat-
te_r consisting of a proceSs, or consisting of a machine,
manufacfure, or corhposition of mattef used in a manufac-

turing or other commercial process, that would otherwise

fAVHLC\061311\061311.151.xml (499437i11)
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1 infringe a claimed invention being asserted against the

2 person if— ‘
3. “(1) sueh person, acting in. good falth eonﬁner-
4 cially used the subject matter in the Umted States,
5 either in connection with an internal commercial use
6 _or an actual érm’s length sale or other .arm"s length -
7 commercial transfer of a useful end.result _of' such
8 commercial use; and | |
9 “(2) sueh commercial use oecurred at least 1
10 o year before the earher of erther—
11 ) - (A) the effective filing date of the claimed
121 .invention; or A
13 . “(B) the date on which the claimed inven-
14 | tion was disclosed to the public in. a mannér
15 that qualified 'for the .exeei)tion from‘prﬂ;lor art
16 under séction 102(b). A
17 “(b) BURDEN OF PROOF.—A person asserting a de-

.18 fense under this ‘section shall have the burden of estab-

19 lishing the defense by clear and convineing evidence.

20 “(c) ADDITIONAL COMMERCIAL USES.— -
21 i “(1) PREMARKETING REGULATORY BEVIEW;
22 Subject matter for which conuner01al marketing or
23 use 18 subJect to a premarketmo reO'ulatory review
24 | period dunng which the safety or efﬁcacy of the sub-
25 ject matter is established, iﬁcluding any period speci-.
“$\VHLC\061311\061311 A51xm (499437111)
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4
- 1. fied in section 156(g), shall be deemed to ’beA com- _
N 2 mercially used for purposes of subsection (a)(1) dur-
‘ 3 ing such regulatory reviéw period. |
4. | “(2) NONPRQFIT LABORATORY USE.—A use of.
5 ‘subject matter by a 'nonpfoﬁt research laboratory or
6 other nonproﬁt entity, such as a university or hos-
7 pital, for which the public is the intended bene-
8 ficiary, shall ‘be deemed to be a commercial L{se for
9 pﬁrposes of subée_etion (a)(1), except thét a defense
10 under this seétion may I-)e ass_erted“pnrsuant to this
11 . paragraph bn'ly_ fbr' continued ‘and 'ndncommerci_ai
12 use by and in the laboratory or other nonprofit enti-
13 Tty A . ‘
14 . “(d) EXHAUSTION OF RIGHTS.—Nowﬁthstandihg
15 subsection (e)(1), the sale or. other disposiﬁon of a useful
16 . end result By a person' entitled to a;sser_t a défense"under
17 this section in: connection Wl‘th a ‘patent Wiﬂl respéct to
18 that_-useful end result shall -exhaust the patent owrier’s
19 rights under the paient to the extent that such righté
. 20 Woﬁld have been exhausted had such sale or other ‘djsposi-
‘21 tion been made by the patent owner.
22 “(e) LIMITATIONS AND EXCE?TIONS.H
23 “(1) PERSONAL DEFENSE.— .
24 “(A) IN GENERAL—A defense under this
25 section may be asserted onlyAby the person who .
EAVHLC\061311\061311.151.xml (499437111)
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5
performed or directed the performance of the
commercial use described n subsection 4('a)., or‘-
by &n enﬁty that controls, is controlled by, or
18 uﬁder common control with such person. |
«(B) TRANSFER OF RiG}IT.—Excépt for
any transfer to the patent owner, _th‘e._ ﬁght’ to.

assert a defense under this section shall not be

~ licensed or assigned or transferred to another

person except as an ancillary and subordinate

part of a good-faith assignment or'transfer for -

. other reasons of the entire enterprise or.line of

‘business to which the defense relates.

“(C) RESTRICTION ON SITES..—A defensé
under this section, Wheﬁ acquired by a pefsori
as pért of an assignment or transfer deécfibed'
in subparagraph (B), may only be asserted for
usés at -sttes where the subject matter thét
wouid otherwise infringe ‘a claimed invention is
in use before the later of the effective filing
date of the clairﬁed' inven_ﬁon or the date of. the
assigﬁment' or traﬁsfer of such enterprise ;or
liﬁé of business. -

“(2) DERIVATION.—A person may not assert a

defense under this section -if the 'subject matter -on

(499437111)
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6

which the defense is based was derived from the pat-

 entee or persons in privity with the patentee.

“(3) NOT A GENERAL LICENSE.—The defense

asserted by a person under this section is not a _geh-

eral license under all claims of the patent at iséue,'

but extends .only to the Spedific s’ubjécﬁ matter for

which it ‘ha,s been established that a commercial use
that' qualifies under this | séctiorl -occurred, except '
that the defense shall élso extend to variations in |
ﬁhe quantity or volume of use of the claﬁrﬁed subject
matter, .and to improvefxlénts' in the claimed subject .

niatter that do not infringe additional specifically ,

claimed subject matter of the patert.

‘“(4) ABANDONMENT OF USE.—A person who

has abandoned commercial use (that qualifies under

‘this section) of subject: matter may not rely on ac-

tivities ‘performed_ before the date of such abandon-
ment  in establishing a defense uhd‘ef ‘this section
with resbeét to actions takéri on or after the date of
such abandonment. |
“(5) UNIVERSITY EXCEPTION.—
v“ (A) IN GENERAL.—A persbh commer-
cially ilsirig ‘subject matter to which subsection
(a) applies may not assert a defense under this

section if the claimed invention with respect to

£\VHLC\061311\061311.151.xml (499437i11)
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~which the defense is asserted was, at the time
‘the invention was made, owned or subject to an

.- obligation of assignment to either an institution

of higher education (as defined in section

101(a) of the Higher Education Act of 1965

(20 U.S.C. 1001(a)), or a technology. tr_ansfér-.
| orgahization whose priméry purpose is to facili-

- tate the commerdialization of technologies devel-

oped by one or more .such‘ir‘lsvtitu‘.si'ons of higher
education. | _ | B
| “(B)- EXCEPTIAON,—-—S_ubparagraph (A)
shall not apply if any of the ‘activities re_quiréd

to reduce to practice the subject matter of “the

claimed invéntibn could not have been under-
taken using funds provided by the Federal Gov-

ernment.

‘-‘(f) UNREASONABLE ASSERTION OF D-EFENSE.{—If
thév defé11$e under‘ this s_e-cti(‘)n. is pleaded by é person who
is found to infringé the patent and who subsequently fails.
to demonstrate a reasonable basis for asserting the de-
fense, the court .sh_all find the case exceptional for,' the pur-
pose of awarding attorney fees under section 285.

“(g) INVALIDITY;——A patent shall nbt be deemed to
be invalid @mder section 102 or 103 solely because a de-

fense is raised or established under this section.”.

(499437111)
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1 - (b) CONFORMING AMENDMENT.—The itém - relating
to section 273 in the table of séctions for chaiater 28 vohf
title 35, United States Code, is amended to fe‘ad as fol-

HOwWw

Iows:

“273. Defense to infringement based on prior commercial use.”.

W

(é) EFFECTIVE DATE.—The amendments made by
6 this section shall apply to any patent issued on or after

7 the date of the enactment of this Act. .

Page 41, line b5, strike “1 year” and insert “9

months’’:

Page 42, line 2..2,“S'frike “commence” and insert “be

nstituted” :

P-a,ge-43, line 24, and page 44, line 1, strike “peti-
tioner, real party in interest, or privy of the petitioner”

and insert “petitioner or real party in interest”’.

Page 44, lines 3 and 4, strike “petiﬁoner,‘ real party
in interest, or privy of the pe_titibner” and insert “peti--
tioner or real party in interest’.

Page 44, lines 13 and 14, strike “petitioner, ‘real

party in interest, or privy of the petitioner” and insert

‘“‘petitioner or real party in interest’.

fAVHLC\061311\06131 1.151.xmi - (499437111)
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v'Page 44, lines 16 and 17 , strike "‘petitiorier,'real |
party in inferest, or privy- of .the, petitioner’i' and 1ingert

“petitioner or real party in interest”.

Page 52, line 10, strike “AMENDED OR NEW

- CLAIM” and insert “INTERVENING RIGHTS”. -

Page 54, insert the following after line. 10:

1 - (3) TRANSI'TION.—'-—. _
2  (A) In GENERAL.—Chapter 31 of title. 35,
3 United States Coée, is amended—
w4 | '»'(i)' in séc-tion_3.'12—.' .

5 (I) in subsection (a)—

.6 | (aa) in the first”se_r'ltence,}by
7 striking “a substantial new ques-
_8 _ tion of patentability affecting any
9 claim of '.’.c'he patent concerned is
10 raised by the request,” and in-
il ‘ser.ting ““the information pre-
12 ~ sented in the request shows that
13 ‘there is .a reasonable likelihood

14 | that the réquéster Would brévail

15 with réspect to at least 1 of the

16 claims | chaﬂeng‘ed in the re-

17 quest,”; and |
fAVHLC\061311\061311.151 .xml‘ (499437111) .
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1 A(bb) in the second sen—tenée,
2 by striking ‘“The existence: of a
3 substantial new question of pat-
4 entability’”” and inserting “A
5 shdwing that there is a'_'reasc_)n-
6 able likelihood that the requester
7 'W‘ZVOU._ld prevail with résp_eét to at -
8 least 1 of the elaiiné challenged
9 -A in the reQuest”;‘ and
10 (1) in sub’seetion (e), n the sec'—.
‘_11 .ond sén_ten(:e, by -striking “no. substan-
12 ‘tial new question Vof patentability has
13 been raised,” and inserting “the éhow- :
14 _ ing required by subsection (a) has not
15 . ‘been made,”’; and
16 - (i) in section 313, by striking “a sub-
17 stantial new question of pateﬁtability af-
18 fecting a claim of the Apatent .is raise'd’v’. and
19 inserting “it has been shown that there is
20 'a reasonable likelihood that the requester
21 would prevail ‘with respect to at leaét 1 of.
22 ‘the claims chailenged n the request”.
23 (B) APPLICATION—The  amendments
24 “made by this. paragraph— -
FAVHLC\0613111061311.151.xmi (499437111)'
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1 (1) shall take effect on the date of the

2 enactment of th1s Act; and

3 (i1) shall apply to requests for inter

4 - partes reexamination. that are ﬁled on or

5 -after'.such'dat.e of enactment, but :toefore

6 . the effective date sét forth in paragraph‘

7 (2)(A) of this subsection.

8 | (C) CONTINUED APPLICABILITY OF PRIOR
9 PROVISIONS.—The prov1s10ns of chapter 31 of
10 title 35, United States Code, as amended by
11 this Iﬁaragraph, shall continue to apply to -re-' ’
12 qIIes'ts fo.r. inter partes reexamination that are
13 filed before the effective date set forth in para-
14 graph '(2)_(A) as .if subsection (a) ha‘d not been
15 enacted. |

Page 54, line 17, strike “patent owner” and insert

“owner of a patent”.. _

Page 54, line 18, strike “of a” and insert “of the”.

Page 55, line 10, strike “1 year” and insert “9
months”. 4

Page 57, line- 3, strike ‘“‘commence” ‘and insert “be
instituted”.

Page 57, line 25, strike “The” ‘and all that follows

through “‘public.” on page 58, line 1.

- E\WHLC\W061311\061311.151.xml (499437I1 1)
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Page 58, lines 11 and 12, strike “petitioner, real
party in ihterest, or privy of the pet,itioner”s_ and insert

" “petitioner or real party in interest’.
Page 58, lines 15 and 16, strike “petitioner, real
party in interest? or privy- of the petitioner” -and insert
" “petitioner or real party in interest”.
‘Page 58, line 25 and page 59, line 1, strike “peti- -
tionér, real party in interest, or privy of the pétitioner; 7

and insert “‘petitioner or real party in interest”.

- Page 59, lines 3 and 4, strike ‘“petitioner, real party
in interest, or privy of the petitioner” and insert “‘peti-

tioner or real pafty in interest”.
"Page 63, line 15, strike “and”.

: Page 63, line 23, strike the period and insert *‘;.

and”.
Page 63, insert the following after line 23

1 _ “(12) providing the petitioner with at least 1

2 opportunity to file “written commerits within a time
3 period established by the Director.”.

- Page 66, line 24, strike “AMENDED OR NEW

Cramv’” and insert “INTERVENING RIGHTS”.

FAWVHLC\061311\061311.151.xml - (499437111) .
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Page. 68, line 10, strike “to any pateﬁt that 1s” and

insert “‘only to patents”.

Page 78, insert the leldwingea'fter line 1 and redes- -

igna’ﬁe the sﬁcceeding sub'section accordjngly: ’

'(d) CO\IFORMING AMENDMENTS —

1

2 (1) ATOMIC ENERGY ACT OF 1954 — Section
3 152 of the Atomic Energy Act of 1954 (42 U.S.C.
4 2182) is amended in the third undesignated para-

: 5 = graph— '. "

6 (4) by striking “Board of 'Patent»Appeal'e

| 7 -and Interfereﬁces’ each place 1t appears and
8 - inserting “Patent Tr1a1 and Appeal Board”
9 and

10 (B) bj inserting “‘and derivation” after
11 estabhshed for interference’”. | |
12 (2) TiTLe 51 ——Sectlon 20135 of title 51,
13" United States Code, is amended——

14 (A) in subsections (¢) and (f); by striking
15 “Board of Patent Appeals .and Interferenees”

16 eaeh place it appears and inserting ‘“Patent’
17 Trlal and Appeal Board”; and |

-A 18. (B) in subsection (e), by msertmg and

_. 19 derivatioﬁ”. after “esfabhshed for 1nterferenc_e .

fAVHLC\061311\061311.151.xm} -(49?437I1 1)
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- Page 86, lines 11 and 12, strike ‘“‘examination fee

for the application” _émd insert “applicable fee”.
‘Page 86, line 15, insert “most recently’”’ after “as”.

Page 86, line.22,‘strike “examination fee for the ap-

plication”-and insert “applicable fee”.
Page 87, line 1, insert “most recently” after “as’.

- Page 87, strike line 18 and all that follows through
. page 88, line 8, and insert the following:

B :‘;-(_d) INS'TITUTIONé OF HIGﬁER EpucaTiON.—For
.'pm'-po'ses'of this section, a micrq entity shall include an
appliéant who certifies that— | |
1) ;thg applicant’s employer, from which the
applicant obtains fhe'. majority of the applicant’s in- |
comé, is an instituti‘on of higher education.as dej:
fined in section 101(—a) of the Higher Educatioﬁ Act
of 1965 (20 U.S.C. 1001(2)); or

NI S - S

“(2) the applicant has assigned, granted, con-

oy
o

veyed, or is under an obligation by contract or law,

—_—
—

to assign, grant, or convey, a license or other owner-

—
[\®]

ship intéfest in the particular applications to such -

—
(SN}

an institution of higher education.

Page 88, line 9; strike “(2) DIRECTOR’S" AUTHOR-~

1TY.—The Director” and insert ‘“(e) DIRECTOR’S AU-

fAVHLC\061311\061311.151.xml (499437111)
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THORITY.—In addition to the limits imposéd by this see-

tion, the Director”.

Page 88, move the text of lines 9 through 21 2 ems )
to the left.

Page 88,' line 12, strike “subsection” and insert
“section”. '
Page 88, line 18, strike “paragraph” and insert
“subsection”. . | ’
Page 89, line 2, strike “a fee” and insert “an addi-
 tional fee”. | R

Page 89, line 17, strike “This” and insert “‘Except

as provided in subsection (h), this”.

Page 89, line 22, strike “6-year’” and. insert ‘“7-

year”.

Page 89, add the following after line 23:

1 (3) PRIOR REGULATIONS NOT AFFECTED.—The
2 termination of authéﬁty under this subsection shall
-3 not affect any regulétions 1ssued under this section
4 before the effectivé date of such tefminatioq or any
-5 rulemaking proceeding for the issuance -of regula-
6 | “tions under this section that is pending' on such
7 date.
f:\VHLC\Oé131i\061311.151.xml (499437111) -
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Page 96, line. 15, strike “‘either” and all that follows

~ through “patent” on line 19 and inserting “by foiée per-

sonnel”.

Page 98, strike lines 3 through 14.

Page 102, insert the foll@ving&fter line 7 and redes-

“ignate the succeeding subsection accordingly:

1
2
3
4
5
6
7
8
9

10
11’
12
13
14

| is
16
17
18

fA\VHLC\061311\061311.151.xml
June 13, 2011 (2:38 p.m.)

(i) PuBLIC ENTERPRISE FUND TRANSITION FEES.—

(1) SURCHARGE.—

‘ (A) IN GENERAL.—There -shall be a sur-

- charge- of 15 percent, rounded by standard

arithmetic rules, on all fees charged or author-

1zed by subsections (a), (b), and (d)(1) .of see-

tion 41, and section 132(b), of title 35, United

States Code. A‘ny surcharge imposed under this
subsection is, and shall be construed to be, sep—

arate from and in addition to any ‘other sur- .

" charge i_m'poséd under this Act or any other

provision of law.

(B) DEPOSIT .OF AMOUNTS— Amounts
collected btlrSLlaht to the surcharge imposed .
under subpéragraph (A) shall be deposited in
the- United. States Patent and Trademaﬂ{ Office
Public Enterprise Fund éstabliéhed under sec-

 tion 22(c).
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(2) EFFECTIVE DATE AND TERMINATION OF

SURCHARGE.—The surcharge imposed under para-

(A) shall take effect on the date on which

"the surchargé under subsection (j) of this sec-
tion eXpires;. and '

(B) -shall te'rminat'e; With,_respeet' to a fee

to which A'paragraph (1)(A) applies, on.the effec-

tive date of the setting or adjustment of thafcv

- fee pursuant to the exercise of the authority

under section 10 for the first time with respect

to that fee.

() APPROPRIATION ACCOUNT TRANSITION FEES.—

(1) S:URCHARGE.M

(A) In -GENERAL.—There shall be a sur-
chai'ge of 15 percént, rOuﬁded by standard
aﬁfh,metic rules, on all fees charged or author- |

1zed Aby sub'sections (a), (b), aﬁd (d)(1) of see-

' tion 41, and section 132(b), of title 35, United

States Code. Any surcharge imposed under this
subsection ié, and shall be construed to ‘b’e, sep-
arate from and in addition: to any other sur-
chérge imposed under this Act or any other

provision of law.

(499437111)
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1 ‘(B") DEPOSIT OF AMOUN"I‘S,; Amounts
2 collected pursuant to the surcharge imposed
3 under subparagraph (A) shall be credited to the
4 ‘Unjt_éd States Patent and Trademark Appro-
| 5 ~ prnation ,Acéount. and shall refgnain available
6 until expended.
7 ' (2) EFFECTIVE DATE AND TERMINATION OF
8 SUECHARGE.———The surcharge provided for in para-,
9 o graph (1)— _ .-
10 (A) shall take effect on the date that is 10
11 days -_after the date of the eﬁactm'ént of this
12 _'Act; and |
13 (B) shall terminate on the effective date
14 set forth in section 22(b)(2).
4Pa,ge 102, strike lines 1 through 7 and insert the
following: o
15 (h)_PRiORiTIZED. EXAMINATI:ON ,FEE.;—
16 (1) IN GENBRAL—
17 (A) FEE.— |
18 . (1) PRIORITIZED EXAMINATION
19 - FEE.—A fee of $4,800 shall be established
20 | o | for filing a request for prioritized examina-
21 tioﬁ of a nonprovisional application for an
22 . original utility or plant patent..
FAVHLC\081311\061311.1 ;51 xml 0 (499437111)
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(i) ADDITIONAL FEES—In addition

to the prioritized examination fee under -

clause (1), the fees due on an application .
for which prioritized examination is being

sought are the filing fees (including any

applicable .excess eclaims and application

size fees), processing fee, and publieation ’

fee for that applieati(;h. '

(B) _REGULATIQNS; LIMITATIdNS.——— ' |

(i) REGULATIONS.;Thé Director may -
by regulatioﬁ présoribe ‘conditions for ac-
ceptance of .‘a request under subparagraph |
(A) and a 'limit .on the nﬁmber of f’ﬂihgs :
for prioritized examination that ‘may‘be ac-
cepted.

(ii) LIMITATION ON CLAIMS.— Until

regulations are prescribed under clause (i),

1o application for which prioritized exam-

ination is requested may contain or be
amended to e.ohtgin more than 4 inde;
pendent claims or more than 30 total
claims.

(m) LIMITATION ON TOTAL NUMBER

OF REQUESTS.—The Director may not ac-

cept in ariy fiscal year more than 10,000

(499437111)
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20 .
requests for prioritization until regulations
are prescribed" under this subparagraph
setting another limit. |
(2) REDUCTION IN FEES FOR SMALL ENTI-
TIES.,———The Director shall reduce fees for providiﬁg .

prioritized examination of nonprovisional applica-

" tions for original utility @nd plant paterits by 50 per— _

cent, for small entities that qualify for reduced fees-
under ’sectionvéll(h)(l) of title 35, Unitéd"States

Code.

'-'(3) DEPOSIT‘OF .FEES.—"AII fees paid under -

this subsection shall be credited to the United States
Patent and Trademark Office Appropriation Ac-
count, or (on. and after the effective date set forth
in section 22(b)(2)) in the Uhited States Patent and
Trademark Office Public Enterprise Fund estab-

" lished under section 22(e)(1), and shall remain avail-

- able until expended.

(4).EFFIZBCTIVE DATE AND TERMINATIQN.—{
(A) EFFECTIVE DATE.—This subsection
. shall take effect on the date- that is 10 days
after the date of the enactment of this Act. - |
(B) TERMINATION.—The fee imposed
under paragraph (1)(A)(), and the reduced fee
under paragraph (2), shall terminate on the ef-

FAVHLC\061311\061811.151.xml (499437111)
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féctive date of the setting or adjustment of the
fee under paragraph (1)(A)(i) pursuant to the
exercise of the authority under section 10 for

“the first time with respect to that fee.

Page 102, lines 8 and 9, strike “‘Except as provided

in sub-_s‘ection (h),” and insert “Except as otherwise pro-

vided in this section,”

R Page 10, strike lines 1 through 11.

Page 105, add the following after line 25 and redes—

ignate the suceeedmor subseetmn accordmgly

O o0 1 &N W

10
1

12

13

14

15
16
17
18

(e) FRAUD —If the Dlreetor beeomes aware, durmg
the course of a supplemental examination or reexamina-
tion proceedmv ordered under this section, that a ma,tenal
fraud on the Offlee may have been comlmtted in connec-
tionwith’ the patent that is the subject of the Supplemental
examination, then in addition to ény other actions the Di-
rector 1s authorized to téke, including the caneéllation of
any claims found to be invalid under section 307 as a re- .
sult of a reexamination ordered ﬁnder_ this Séction, the Di-

rector shall also refer the matter to the Attorney General

for such further action as the Attorney General may deem

appropriate. Any such referral shall be treated as -con-

fidéntial, shall not be included -in the__file of the patent,

and shall ﬁot be disclosed to the public unless the United

FAVHLC\061311\061311.151.xml (499437111)
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1 States charges a person with a criminal offense in connec-

2 tibn with such referral.

Page 111, strike lines 13 through 24 and insert the . -

following:

3 - - ““(¢) The marking of a product, in ‘a manner described -
4 in subsection (a), with matter relating to a patent that
‘5 covered that prbduct but has expired is not a violation of

6 this section.”.

Page 112, line 2, strike “any case that is” and in-

sert “all cases, without exception; that are’.
Page 113, line 13, insert “or privy” after “‘interest”.

- _.Page 114, lines 15 and 16, strike “The péﬁtioner in
a transitional proceeding,” and insert the following: “The
petitioner in a transitional procéeding that resuits in a
~ final written decision under section 328(a) of title 35, :
- United Sfat_es Code, with respect.to a claim in a covered

business method patent,”. ' .

Page 114, line 22, strike “a claim in a patent” and

insert ‘““the claim”.

Page 114, lines 23-25, strike “a {ransitional pro-
ceeding that resulted in a final decision” and insert ‘“that

transitional proceeding”’.

fAVHLC\061 31'1\061 311.151.xml (499437111)
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Page 115, line 18, strike “10-” and insert “8-".

Page 120, strike line'1'7 and all that follows through
" the matter following line 10 on page 121 and redesignate
- succeeding subsections accordingly.

Page 121,' line 17, strike “In any” and insert “With

respect to any”.

Page 121 hne 22 insert “, or have thelr act1ons

consohdated for trial,” after “defendants”
Page 122, line 9, strike “or trial”.

Page 122, line 10, insert , or have their actions

consolidated for trial,” after ‘“‘defendants”.

Page 122 line 11, str1ke the quotation marks and.

'second per1od
Page 122, insert the following after line 11:

1 “(c) WarvER.—A party that is an accused infringer
2 may waive the limitations set forth in this section with

3 respect to that party.”.

Page 126, line 13, strike “patent,” and all that fol-
lows through the first appearance of “and” on line 17

and insert “a patent,”.

Page 128, insert the following after line 23 and re-
designate the succééding subsection accordingly:

" FAVHLC\061311\061311.151.xml (499437111)
June 13, 2011 (2:38 p.m.)
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1 (k) ADDITIONAL TECHNICAL AMENDMENTS. —Sec-
2 tions 155 and 155A of title 35, United States Code, and
v 3 the items rel_a_tihg to those sections in the table of sections

4 for chapter 14 of such title, are repealed.,

Page 131, line 2, strike “after” and insert “on or
after”.

Page 132, strike line 22 and all that follows through
page 134','1ine 9, and Insert the fb]lovving:

5 (d) REPORTS.—

6 o {1) N GENER_AL.—%Not iater than 60 days after
| 7 :-the end of :eaéh ﬁ‘scal year, the Direétor shéll‘ Submit
8 . to the Committees on ApprOpriatioﬁs and the Judici-

9 ary of the Senate and the Housé of .Repi‘e'sentativés

10 the reports deseribed in paragraph (2). -
11 (2) - REPORTS DESCRIBED.—The reports de-
12 seribed in this paragraph are the fpllovving':

i3 (A) ANNUAL REPOR&‘.;#—A report that sum-
14  marizes the activities of the Office during the
15 ’ preceding fiseal year, including—

16 (i) financial details and staff levels for
17 - each major activity of the Office; | |
18 (11) details of any pfogress in imple-
19 “menting long-tgrm modernization plans of
20 ‘the Office;

‘t\VHLC\oa1311\oé1311.151.xm| ' (4994,37|11)
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1 o (11d) a list of actual patent and trade-
2 mé,rk fee collections by the Office; and *
"3 (iv) . the resﬁlt‘s of the most 'Orjeceht
: 4 audit carried out under subsection (e); |
5 | (B) ANNUAL SPENDING PLAN.—A sum-
6 mary of the operating Apl}an f01.' the Office for
7 . the current fiscal year, including— . |
8 | (1) the pl_annéd opératihg. require-
9 ments for the Office, With financial details
10 _. and staff levels with respect to major ac-
11 tivities; |
12 (1) planned progTeSS towards imple-
13 menting _l‘o'ngfterm modernization plans of '
 14 the Office; and |
15 (iil) an estimate of pat-ent and trade- -
16 mark feé'collectiéns:. | 4
17. (3) ANNUAL F_S_PENDING PLAN 'CH'ANGES.—:‘[f,;at
18 . any time -during the ﬁscal year, the annual operating
19 requiréments differ from: those 'prdvided in the an-
20 nual spending plan submitted under paragraph |
21 (2)(B) by more than 10 percent of either the patent
| 22 or trédemark business expenses, the Director shéli—_
23 (A) notify the Committees on Appropria-
24 tions and the 'Judicia,ry of the A‘ Senat.e_ and_
fAVHLC\061311\061311,151.xmi (499437111) |
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House of Representatives of the changes in the
annual 5pending plan; and
_ (B) include with the notification a Sum-

mary of the changes from the original spending -

~ plan, a statement of whether current fiscal year

_ fee collections or fees maintained in the oper- -

ating reserve will be used to cover -obligatiohs n -
exees_s.of the original spending plan, aﬁd an up-
dated annual operating plan of the Office in ac- -
cordance Wlth paragraph (2). |

(4) TESTIMONY BEFORE CONGRESS.—Upon the

| request of any Committee to which the reports are
- submitted under this subsection, the Director shall
appear before that Committee and present such tes-

timony as 1s requested.

Page 134, line 10, strike “(f)”’ and insert, “(e)”’.

Page 134, line 14, strike “(g)” and insert “(f)”

Page 134, line 17, strike the period and insert the "

- following:

16 ,ineluding%

17 (1) multi--yéér plans and out-year funding esti-
18 mates; | | |
19 (2) operating reserve balances; and

20 (3) long-ferm modernization plans of the Office.

£AVHLC\061311\061311,151.xml
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Page 134, insert the following after line 17:

, ;

(g) EFFECTIVE ,DATE.—Su_bsection_s, (c) through (f)

2 shall take effect on the later of—

3 * (1) October 1, 2011; or

4 ' (2) the first day of the first fiscal year that be- -
5 . gins on or after the date of the enact_nier_lt of ﬂ:u's
6 Act. | |

. Page 137, strike lines 1 through 7 and redesignate
-the. succeeding sections;_ (and conform the table of cori-

tents) accordingly.

Page 137, hnes 8 and 9, strike “TEQHNOLOGIES
IMPORTANT TO AMERICAN COMPETITIVENESS” and
insert “IMPORTANT TECHNOLOGIES” (and econform

- the table of contents accordjngly). _

Page 138, strike lineés 1 through 21 and redesignate
sﬁcceeding sections (and conform the table of contents)

: aecord_ingly.

Page 139, insert the following after line 12 4nd re-
deéignate the succeedihg sections (and. conform the table

of contents) accordingly:

FAVHLC\061311\061311.151.xml (499437111)
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SEC. 27."PERMITT]NG SECOND OPINIONS IN CERTAIN GE-

NETIC DIAGNOSTIC TESTING.
(a) IN GENERAL.—Section 287 of title 35, United
States Code, i1s amended by adding at the end the fol-

lowing:

“ (d)( ) Wlth respect to a genetic dlagnostm test pro-
vider’s performance of, or offer1ng to perform, a con-

firming genetic diagnostic test activity that constitutes an

' 1nfr1nge1nent of a- patent under seet1on 2’7 l(a) or (b) of

this title,.the prov1s,1ons of sections 281, 283, 284, and

285 of _tlns title shall(not apply againgt’ the genetic diag-

“nostic test provider with respect to such confirming ge-

netic diagnostic test aet1v1ty
““(2) For the purposes of this subseetmn
“(A) The term ‘eonﬁrming genetic diagnostic
test activity’— | |
| "‘(i) means the 'performanee of a patented .
genetic | dia.gnostie test, by a genetic diagnostic
~ test -provider, on an individual selely for the
purpose ef providing the individual Wlth an
independent confirmation of résults obtained
from another test provider’s prior. performance
of the test on the individual, where such prior
test was -performed by, or under license fronl;

the owner of the patent that is infringed by the

acts spe(nfled n parag'raph (1) and where an

F\WHLC\061311\061311.1 51 xml (49943711 1)
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independent confirmation of the prior test is
not available from another test provider under

a license from the patent owner; but

“(i1) does not include—

“(I) the performapce of a patented
genetic diagnostic test on an individual for
the purpose of -monitoring or recohﬁrmﬁlg

the indiﬁdual’s medical or genetic status

over time, for therapeutic treatment selec-

tion or determimng responsjveness to
tre'afme’nt, and for other purposes .thépt re-
quire repeated gehétic diagnostic testing of
the individual; |

‘.‘(]f[) the use of a patented machine or

article of manufacture in.violation of such

b-patent;

“(II) the use of a patented composi-
tion of' matter that is commercially avail-i
able to the genetic diagnostic test provider;
and | . i

- “(IV) the practice of a patentéd proc-
ess other | than thé process - of testing
claimed in 'thé patent owner’s patent re-

fefred to in paragraph (1).

(499437111)
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1 “(B) The term ‘genetic diagnostic test provider’
2 ‘means any person or entity that performs a ‘con-
 3 firmihg genetic diagnostic test ectiv_it‘y, and includes
4 a clinical laboratoi'y or other health' care entity at
5 'Which, _o:n behalf- of. which, or in association with
6 A ~which the cohﬁnning. gehetic diagnostictest'actix‘rity :
-7 1s cendueted, such as a nursing home, ‘hospital, uni-
g versity, medical school, health maintenance organiza-
9 tlon g'roup medlcal practlce or medlcal clinie.
10 “(C) The term patented genetic dlagnostlc test’
11 means. a. patented diagnostic method that is specific
12 to the detection of a mutation .or “a. patttern of
13 mﬁtations of one or more particular genes in an in-
14 dividual, as Weli as the use of a petented cOmposi-
15 tion of ‘matter, or the practice of a patented use of
16 a compos1t10n of matter “where such comp031t10n of
17 matter is spe01ﬁc to and necessary for the practlce
. 18 of the diagnostic method and is not commercially
19 available to the genetic .diagnostic test provider.
20- ‘When perforr;led in the course of a confirming diag-
21 nostic test activity, such term is not limited to the
22 .partieular embodiments of the 'pate'nted diagnostie |
. 23 method or composition of matter that were practiced
24 by or under' authority of the patent- owner in pro-
\ 25 | ‘vidihg the prior genetic diagnostic test.
FA\WVHLC\061311\061 311 151 xml (499437111)
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“(D) The term ‘independent confirmation’ is

—

not limited to the replication of _the. results of a prior .
genetic diagnostic test, and includes providing the |
individual with information that is not otherwise
- available from the provider of such prior test and
that afﬁi‘ms, clarifies, disproves, corroborates, or
‘otherwise aids the individual in interpreting the re-

sults of such prior test, including in instances where

© 0 N A L A WD

such results were. inconclusive.

—
(oo}

“(3) The_infx_*ingei' shall have the burden of estab-

a—
ey

“lishing the limitation on- remedies under paragraph (1), '

b
N

‘ including the‘pi‘oduction of contenipor-aneous documentary

-
W .

evidence proving, or tending to. prove, that the diagnostic

o

test activity meets the definition of a confirming diag-

e
L

nostic test activity under paragraph (2)(A) at the time the

confirming diagnostic test activity was performed”.

—
N

(b) EFFECTIVE DATE—The amendment made by

p—
o0

subsection (&) shall take effect on the date of the enact-

H.
O

ment of this Act and shall apply to confirming diagnostic "

[\
(e}

test activity performed on or-after such date.

SEC. 28. PATENT OMBUDSMAN PROGRAM FOR SMALL BUSI-

NI O]
N o=

NESS CONCERNS.

N
(O8]

Using available resourée's, the Director shall establish

N
=

and maintain in the Office a Patent Ombudsman Pro-

N
h

gram. The duties of the Program’s staff shall include pro-

-FA\VHLC\061311\061311.1 51 xml (499437111)
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1 wnding support and - services 'relating to patent filings to

2 small business concerns and independent inventors.

‘Page 139, insert the following after line 20 and re-
designate the succeeding sections (and' conform the table

of contents) accordingly:

SEC. 30. LIMITATION ON ISSUANCE OF PATENTS.
(a) LIMITATION.—Notwithstanding any other provi-

sion of law, no patent may issue on a claim directed to '

(b) EFFECTIVE ]?ATE.—

3

4

5

6 or encompassing a human organism.

7 ' | |

8 (D) In GENERAL.—Subsection (a) shall apply to
9

any application for patent that is pending on, or

iO filed on or after, the daté of thé enactment,of this
11 "Act. | o _

12 _ (2_) PRIOR APPLICATIONS.—Subsection (a) shall
13 not affect the validity of any.pateht iséﬂéd on an ap-
14 plication to which-'paragfaph (1) does ﬁot apply.

15 SEC. 31. STUDY OF PATENT LITIGATION.

16 (a) GAO STUDY.—The Comptroller General of ‘the
17 United States shall conduct a study of the consequences
18 of litigation by non-practicing entities, or. by patent asser-
19 tion entities; related to patent claims made under title 35,

20 United States Code, and regulatipns anthorized by that
21 title. | | |

f:\VHLC\0613111061311.151.xmi (499437111) »
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1 (b) CONTENTS OF STUDY.—The stndy conducted
2 under this section shall include the following:
3 (1) The annual volume of litigation deseribed in
4 subsection (a) over the 20-year period encﬁnguon the
5 date of the enactrnent;of this Act. - |
6 | (2) The volume of cases comprising Such litiga-
7 tion that are found to be Withont merit after judicial
8 Teview. | | o
9 (3) Tne impacts of such litigation on the time
‘ - 10 requlred to resolve patent cla1ms | .
11 (4) The estlmated costs, 1nclud1n@ the estl—
12 mated cost of defense, ass0<31ated with such litigation
13 "for, patent holders, patent licensors, patent licensees,
14 and inventors, ‘and for users of alternate- or com-
15 _ peting innovations. | |
16 : (5) The economic impact of such litigation on
17 the economy of the United States, including the im-
- 18 - pact on inventors, job 'creation,'«employers, employ-
19 ees, and consumers. ' |
20 ‘ (6) The.beneﬁt to commerce, if any, supplied
21 by non-practicing entities or patent assertion entities
22 that prosecute such litigation.
23 (¢) REPORT TO CONGRESS.—The 'Comptroller Gen-

I 24 eral shall, not later than the date that is 1 Vear after the

25 date of the enactment of this Act, submit to the Com-

fAVHLC\061311\061311.151.xml (499437111)
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mitfee on the Jﬁdiéiary of thé House of vReprésentatives
and the Committee on the .Judiciary of the Senat_e a report
on the results of the study required undef this éectibn,
including \recomméndations fof any changes to laws and

regulations that will minimize any negative impaet of pat-

A L AW e

ent litigation that was the subject of such study.
. )

fAVHLC\061311\061311.151.xmi {499437111)
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MS. SPEIER OF CALIFORNIA

Page 16, line 3,: insert before the period the fol-
lowing: “, including requiring parties to provide sufficient
evidence to prove and rebut a claim of derivation”. '
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F\MI2WMICHAUWMICHAU_015.XML

AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MR. MICHAUD OF MAINE

Pagé 117, line 17, insert after the period the fol-
lowing: ‘“‘For purposes of this paragraph, the term ‘“tech-
nological inventions’ includes inventions relating to com-
puter operations, software, or machines for other uses or

the application of the natural sciences or 'engineering.”.

fAVHLC\061111\061111.006.xml (49964717)
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MS. ZOE LOFGREN OF CALIFORNIA

Page 7, strike lines 4 through 18 and insert the fol-

; lowing:
1 “(1) DISCLOSURES, PUBLIC USES, OR SALES
2 MADE 1 YEAR OR LESS BEFORE THE EFFECTIVE
3 FILING DATE OF THE CLAIMED INVENTION.—A dis-
4 closure, public use, offer for sale, or sale made 1
5 year or less before the effective filing date of a
6 claimed invention, or making a claimed invention
7 available to the public'1 year or less before the effec-
8 tive filing date of the claimed invention, shall not be
9 prior art to the claimed invention under subsection
10 (@) if— |
11 “(A) the disclosure, public use, offer for
12 sale, or sale of the claimed ‘invention, or thé _
13 ‘making of the claimed.inv.ention available to the
14 public, was made by the ihventor or joint inven- -
15 tor or by another who obtained the subject mat-
| 16 ter disclosed, publicly used, offered for sale,
17 sold, or made available to the public, directly or
18 indirecﬂy from the inventor or a joint inventor;
19 or |

fAVHLC\061311\061311.155.xml (49825916)

June 13, 2011 (2:48 p.m.)
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—

“(B) the subject matter disclosed, publicly
used, offered for sale, sold, br made available to
the public had, before such disclosure, public
use, offer for sale, or sale of t-hé claimed inven-
tifm, or the making available to the publi‘c- of
the claimed invention, been publicly disclosed by

' the inve.ntorvor ‘a joint inventor obr by another

who obtained the subject matter disclosed di-

O 0 3 N L A~ WP

rectly -or indirectly from the inventor-or a joint .

—
(@)

inventor.

fAVHLC\061311\061311.155.xml (49825916)
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AMENDMENT TO H.R. 1249, AS REPORTED

 OFFERED BY MR. CUELLAR OF TEXAS

Page 137, line 7, before the period insert the fol-

lowing: “and independent inventors”. .
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AMENDMENT TO H.R. 1249, AS REPORTED
OFFERED BY MR. CONYERS OF MICHIGAN, MR.
SENSENBRENNER OF WISCONSIN, AND MR.

MANZULLO OF ILLINQIS

' Strike all' sections except for section 2 (Definitions),
. section 22 '(Patent. and Trademark.Ofﬁce Fundihg), and
section 31 (Budgetary Effects).

Page 3, line 8, strike “SEC. 2.” and insert “SEC-
TION 1.”. | '
. Page 4, strike lines 7 througfl 10 and 19 through
23. | | |
Page 4, line 11, strike ““(4)” and insert “(3)”.
“Page 130, line 3, strike “22”" and insert “27.
Page 131, lines 21 and 22, strike “section 10(h)- of
this Act or’”. | |
Page 140, line 3, strike “31” and insert “3”.
. :

fAVHLC\061311\061311.277.xml (49985812)
.. June 13, 2011 (5:02 p.m.)
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- AMENDMENT TO H.R. '1249, AS REPORTED B

- OFFERED BY MR. CONYERS OF MICHIGAN AND

MR. ROHRABACHER OF CALIFORNIA

Page 24, strike line 3. and all -that follows through

page 25, line 12, and inser'f the following:

1 - '(n) EFFECTIVE DATE.—
2 " (1) IN GENERAL—The amendments made by
3 this section— | '
4 | (A) shall take effect 90 days after the date
5 on which the President issues an Executive
6 order containing the President’s finding that
7 major patenting authorities have adopted a -
8 graeé peﬁod having substantially the same ef-
9 fect as that cohtainéd under the amendments
10 made by this secfion; and
11" (B) shall apply to all applications. for pat-
12 ent that are filed on or after the effective date
13  under subparagraph (4).
14 | (2) DEFINITIONS.—,—-‘IH this subsection:
15 (A) MAJOR PATENTING AUTHORITIES.—
16 The term “major patenting authorities” means
17 at least the patenting authorities in Europe and
18 Japan: i

f:\VHLd061 311\061311.302.xm} (500122]1)

June 13, 2011 (5:28 p.m.}
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(B) GRACE PERIOD.—The term ‘“‘grace pe-

- riod” means the 1-year period ending on the ef-

fective filing date of a claimed invention, during
which di"sclééures of the subject matter by the

inventor or a joint inventor, or. by others WhO‘
obtained the subject matter disclosed directly or

indirectly from the inventor or.a joint inventor;

do not qualify as prior art to the claimed inven-

tion. ' | | | |

| (C) EFFECTIVE FILING DATE.— The term

“effective filing date of a claimed inveh‘tion”A
means, with respect to a patenting authority in

another couhtry,‘a date equivalent to the effec-
tive filing date of a claimed invention as defined
in section 100(i) of title 35, Uhnited States

Code, as added by subsection (a) of this section.

(3) RETENTION OF INTERFERENCE PROCE-
DURES WITH RESPECT TO APPLICATIONS FILED BE-

‘ FORE" EFFECTIVE DATE.——In the case of any applica-
tion for patent that is filed before the effective ldate
under -paragraph (1)(A), the provisions of law '

. amende_d by subsections (h) and (i) shall apply to
such application as such provisions of law were in ef-

fect on the day before such effective date.

(500122H)
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Page 11, lines 21—23, striké “upon th.e'_expiration of
. the 18-month period beginning on the date of the enact-
ment of this Acf,” and iﬁsert “on the effective date pro-
* vided in subsection (n)”. | o
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FAMI12JACKSOVACKSO_144. XML

AMENDMENT TO H.R. 1249, AS REPORTED

». OFFERED BY Ms. JACKSON LEE OF. TEXAS

Page 139, line 18, strike “small businesses’’ and in-
sert “.small business concerns (as defined in section 3 of
the Small Business Act (15 U.S.C. 632)), including small
‘business concerns that are minority-owned or woman-

owned’’.

X
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AMENDMENT TO HLR. 1249, AS REPORTED
OFFERED, BY MS. JACKSON LEE OF TEXAS

Page 7, line 6, after “1 year” insert the following:
“(dr, in the casé of an invention claimed by a small busi-
ness concern. (as defined under Sectibn 3 of the Small
Business Act) with assets of less than $2,000,000, 1.5

years)”’.

FAVHLC\061311\061311.255.xml (50008111}
June 13, 2011 (4:46 p.m.)



F\MI12UACKSOVACKSO_155. XML

June 13, 2011 (4:45 p.m.)

AMENDMENT T0 HLR. 1249, As REPORTED

OFFERED BY MS. JACKSON LEE OF TEXAS

~ Page 116, after line 2, insert the_“ following new

paragraph:

1 (4) DETERMINATION BY DIRECTOR.—The Di-
2 rector sha}l, not later than the end of the 1-year pe-
3 riod beginning oﬁ the date of the enactmént of this
4 Act, make a determination of whether the provisions
5 of thig séctié.,. could be considered an unlawful tak-
6 ing of property under the fifth article of amendment
7 to the Constitution of the United States, and the Di-
8 rector shall issue a report to the Congress con-
9 taining suéh determination and the reasons wﬁy the

10 Director made such aetermination.

. fA\VHLC\061311\061311.251 xmi (50009311)
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AMENDMENT TO H.R. 1249, AS REPORTED

OE_‘FERED BY Ms. JACKSON LEE OoF TEXAS

Page 115, beginning on line 18, strike ‘“10-year”
and. insert ‘‘5-year”. '

F\WVHLC\061311\061311.252.xml (50009211)
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~AMENDMENT TO H.R. 1249, As REPORTED

' OFFERED BY MS. JACKSON LEE OF TEXAS

Page 99, line 20, insert after :the period the ‘fol-
lowing: “For purposes of this subsection, the term ‘small
business concern’ shall include any minority-owned busi-

ness and any woman-owned business.”."

fAVHLC\061011\061011.217.xml (49974412)
June 10, 2011 (4:20 p.m.) .
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AMENDMENT T0 H.R. 1249, AS REPORTED
OFFERED BY MS. JACKSON LEE OF TEXAS

Page 139, insert the following after line 12 and re-
designate succeeding sections (and conform the table of

contents) accordingly:

SEC. 29. SENSE OF CONGRESS. _
It is the sense of Congress that the patent system

should promote industries to continue to develop new tech-

1

2

3

4 nologies that spur growth and create jobs across the coun-
5 try which includes protecting' the rights of small busi-
6 nesses and inventors from predatory behavior that could v
7

result in the cutting off of innovation.

fAVHLC\0613111061311.250.xmi (49975115)
June 13, 2011 (4:45 p.m.) :
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AMENDMENT TO H.R. 1249, AS REPORTED
OFFERED BY MS. JACKSON LEE OF TEXAS

-Pag% 139, ‘insert the following after line 12 and rJr

designate succeeding sections (and conform the table of

contents) accordingly:

SEC. 29. SENSE OF CONGRESS.
It is the sense of Congress that none of the provisions

of this Act, or the amendments made by this Act, con-

1.
2
3
4 stitute an uncounstitutional taking of property under the
S _

6

fifth article of amendment to the Constitution of the
United States.

fAVHLC\061311\061311.253.xmi (500088i1)
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AMENDMENT TO H.R. 1249, AS REPORTED -

\ . OFFERED BY Ms. JACKSON LEE OF TEXAS

Page 88, line 2, before the comma insert the fol-
lowing: ‘“‘and which shall include all historicaﬂy Black col-

leges and universities”.

FAVHLC\061311\061311.249.xml (49974113)
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MR. WOLF OF VIRGINIA

‘Page 130, strike line 3 and all that foll'ows.throug'h

page 134, line 17, and insert the foliowing-:

1 SEC. 22. PATENT AND TRADEMARK OFFICE FUNDING.

2 ~ Amounts available in the Department of Ju'stice‘ As-
3 sets Forfeiture Flund— -
4 (1) in fiscal year 2614 in excess of
5 | $_405,000,_000 shall not be available for obligation or
6 expenditure until fiscal year 2022; and |
7 (2) in fiseal year 2019 in excess of
3 $883,000,000 shall not be available for obligation or
9 expenditﬁre until fiscal year 2022. V
,
fAVHLC\06131 1\661 311 .é40.xml (50008611)

" June 13, 2011 (4:27 p.m.)
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MR. WOLF OF VIRGINIA

Strike section 22 - (page 130, line 3, through page
134, line 17) and redesignate succeeding sections and
references thereto (and conform the table of contents) ac-
_cordingly.

fAVHLC\061311\061311.241.xmi (50008511)
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XML

AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MR. WOLF OF VIRGINIA

Page 130, strike line 8 and all that follows thrbugh

page 134, line 17, and insert the following:

1 sEc.
2
3
4
5
6
7
8
9

10
11
12 .tent

22. PATENT AND TRADEMARK OFFICE FUNDING.

(a) DEFERRAL OF AVAILABILITY OF CERTAIN

FuNDs.—Amounts available in the Department of Justice

Agsets Forfeiture Frund-—

(1) In .ﬁscal year 2014 in excess of
$405,000,000 shall not be available for obligaﬁion or
expenditure until fiscal year 2022; and

(2) in fiscal year 2019 in excess of
$883,000,000 shall not be available for obligation or

expenditure until fisecal year 2022.

(b). AuTHHORITY OF. PTO TO USE FEES.—To the ex-

and in the amounts provided in appropriations Acts,

13 the Patent and Trademark Office may retain and use fees

14 . the Office collects in excess of estimates for any fiscal

15 year.

fAVHLC\061311\061311.327.xml

~ June 13, 2011 (6:17 p.m.)
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AMENDMENT TO H.R. 1249, AS REPORTED
OFFERED BY MR. TERRY OF NEBRASKA
" Page 5, line 1, strike “FIRST INVENTOR TO FILE”

and insert “DERIVATION PROCEEDINGS” (and con-

form the table of contents accordingly).

Page 5, strike line 2 and all that follows through
page 13, line 25 and redesignate succeeding subsections

accordingly.

Page 18, strike lines 3 through 20 and insert the

following (and redesignate succeeding paragraphs accord-

ingly):

1 (¢) ELIMINATION OF REFERENCES TO INTER-

2 FERENCES.—

Page 24, strike lines 3 and 4 and insert the fol-

lowing:
3 (z) EFFECTIVE DATE.—Except as otherwise provided

Page 24, line 11, redesigna,té subparagraph (A) as
paragraph (1) and move such paragraph Zems to the left.

Page 24, line 16, redesignate subparagraph (B) as

paragraph (2) and move such paragraph 2ems to the left.

fAVHLC\061311\061311.306.xm! (49994213)
June 13, 2011 (5:37 p.m.)

233



FAMI2TERR Y\TERRY_011.XML
, 2
Page 24, strike line 20 and all that follows through

page 25, line 12.
Page 27, strike lines 3 through 20.
Page 27, strike line 22.

Page 27, line 23, redesignate paragraph (1) as sub-

section (a) and move such subsection 2ems to the left.

- Page 28, strike line 22 and all that follows through
page 33, line 12.

Page 33, line 13, redesigﬁate paragraph (4) as sub-

- section (b) and move such subsection 2ems to the left.

Page 33, strike line 17 and all that follows through

page 36, line 9.
Page 37, line 5, strike “commercially’’.

Page 65, line 4, strike “a preponderance of the”” and

insert ‘“‘clear and convinecing’”’.

Page 68, strike line 18 and all that follows through

page 70, line 2.
Page 71, strike lines 16 through 19.

Page 73, line 3, after ‘“BO ” insert “AND
INTERFERENCES” (and conform the table -of contents

accordingly).
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Page 73, line 7, after “Board” insert ‘“and

Interferences”.

Page 74, after line 2, insert the following new para-
graph and redesignate succeeding paragraphs accord-

ingly:

1 (3) determine priority and patentability of in-
2 vention in interferences declared wunder section
3 - 135(a);

~Page 75, in the matter following line 2, after

“Board’’ insert “and Interferences’.

Page 76, line 7, strike “DERIVATION” and insert

“INTERFERENCES AND DERIVATION”.

Page 76, line 7, insert “an interference or” before

- “a deri-”
Page 76, line 12, strike ‘“‘derivation”.

Page 76, line 25, insert “‘interference proceeding,”

before ‘‘derivation’.

Page 77, line 6, ingert ‘“‘an interference or” before

“a derivation”.

Page 77, line 23, insert “‘an interference or’’ before

“a derivation”.

FAVHLC\061311\061311.306.xml (49994213)
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Page 80, line 12, before the semicolon 'insert the fol--
lowing: ““, including how each document correspdnds to

the claims in the patent application”.

Page 93, line 23, insert ‘“AND INTERFERENCE” be-

fore “FEES”.

Page 93, line 24, insert “or an interference” before

“from the”.

Page 94, line 2, after “appeal” insert “or the inter- -

ference”’.

Page 94, line 3, after “appeal” insert “or the inter-
ference”. '

Page 99, line 9, strike “$50” and insert ‘“‘the actual
cost of providing such printed copies”.

Page 105, line 9, strike “refer” and insert “trans-

b

fer

Page 105, beginning on line 10, strike “such action
as the Attorney General may deem appropriate” and in-

sert ‘“prosecution”’.

Page 108, strike lines 13 through 15 and redesig-

nate the succeeding subsection accordingly.

fAVHLC\061311\061311.306.xm} (49994213)
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Page 108, strike line 21 and all that follows through

page 109, line 17, and redesignate succeeding sections

(and conform the table of contents) accordingly.

. Page 112, strike line 18 and all that follows through
page 118, line 2, and redesignate Succeeding sections

(and conform the table of contents) accordingly.

Page 118, strike lines 4 through 15 and insért the
following: ““Section 1295(a)(1) of title 28, United States
Code,”.

Page 122, strike line 20 and all that follows through ’
page 125, line 17 and redesignate succeeding jsubsections

accordingly.

Page 134, line 20, strike ‘“‘shall, by not later than

the date that is” and insert “may, before”.

Page 136, line 11, strike “all such” and insert

Page 136, line 12, insert “if applicable,” before
‘“whether”.
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AMENDMENT TO H.R. 1249, AS REPORTED

OFFERED BY MR. TERRY OF NEBRASKA

Page 22, after line 16, insert the following new

paragraph:

1' (4) IMPLEMENTATION CONTINGENT ON POSI-
2 TIVE REPORT.—Notwithstanding any other provision
3 of this Act, the provisions of this Act and the
4 amendments made by this Act shall not take effect
5 before the .date on which the Chief Counsel submits
6 a report under paragraph (3) stating that the overall
7 effect of the elimination of the use of dates of inven-
8 tion in determining whether an applicant is entitled
9 to a patent under title 35, United States Code, will
10 be positive.

Page 24, after line 2, insert the following new para-
graph:
11 (3) IMPLEMENTATION CONTINGENT ON POSI-
12 TIVE REPORT.—Notwithstanding any other provision
13 of this Act, the provisions of this Act and the
14 amendments made by this ‘Act shall not take effect
15 before the date on which the Director submits a re-
16 port under paragraph (1) stating that any changes
fAVHLC\061311\061311.329.xml (50013015)
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1 made by this Act, or amendments made by this Act,
2 dealing with prior user rights will have a positive

3 overall effect.
Page 27, strike lines 3 through 20.

Page 28, strike line 22 and all that follows through

page 33, line 12.

Page 33, line 13, redesignate paragraph (4) as sub-

section (b) and move such subsection 2ems to the left.

Page 33, strike line 17 and all that follows through

page 36, line 9.
Page 37 , line 5, strike “commercially”.

Page 65, line 4, strike g preponderance of the” and

insert “clear and convincing”.
Page 71, strike lines 16 through 19.

Page 80, line 12, before the semicolon insert the fol-
lowing: , including how each document corresponds to

?

the claims in the patent application”.

Page 99, line 9, strike “$50” and insert “‘the actual

cost of providing such printed copies’.

Page 105, line 9, strike “refer” and insert “trans-

fer”.
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Page 105, beginning on line 10, strike “such action
as the Attorney General may deem appropriate” and in-

sert ‘“‘prosecution”.

Page 108, strike lines 13 through 15 and redesig-

nate the succeeding subsection accordingly.

Page 108, strike line 21 and all that follows through
page 109,' line 17, and redesignate succeeding sections

(and conform the table of contents) aceordingly.

Page 112, strike line 18 and all that follows through
page 118, line 2, and redesignate succeeding sections

(and conform the table of contents) accordingly.
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AMENDMENT TO H.R. 1249, ASs REPORTED

OFFERED BY MR. SHUSTER OF PENNSYLVANIA

Page 115, line 8, strike “before, on, or after” and

insert “on or after”.
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AMENDMENT TO H.R. 1249, AS REPORTED -

OFEERED BY MR. SHUSTER OF PENNSYLVANIA

Page 117, line 17, insert before the period the fol-
lowing: “or patents relating to competitive pricing or pro-
curement, supply chain management, or business process

outsourcing”’.
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AMENDMENT TO H.R. 1249, AS REPORTED
OFFERED BY MR. SCHOCK OF ILLINOIS AND MR.

BOREN OF OKLAHOMA

Page 112, strike line 18 and all that follows through
page 118, line 2, and redesignate succeeding sections and
references thereto (and conform the table of contents) ac-

cordingly.

Page 68, line 9, strike “‘in section 18 and”.
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AMENDMENT TO MANAGER’S AMENDMENT TO
HLR. 1249, AS REPORTED
OFFERED BY MS. WASSERMAN SCHULTZ OF

FLORIDA

On page 28 of the Améndment, line 26, strike
“where aﬁ independent”. and all that follbws through
“from the patent owner” on pége 29, line 3, and insert
“includes the interpretation of such a test by a doctor,

medical professional, or other person’.

On page 29 of the Amendment, line 9, strike “‘thera-

péutic treatment selection”.

On page 29 of the Amendment, line 13, insert after

(44

“individual” the following: “, unless the infringing ge-
netic diagnostic test activity utilizes different technologies
~ or has performance characteristics that are sufficiently.
different from the patented test that the results can pro-

vide information not provided by the patented test”.

On page 29 of the Amendment, line 16, insert

“and” after the semicolon.

On page 29 of the Amendmeht, strike lines 17
through 20. and redesignate the succeeding subclause ac-
cordingly.
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On pageA 29 of the Amendment, liné 21, strike
“(IV)” and insert “(III)”.

On page 30 of the Amendment, beginning on line
12, strike “mutation or a pattern of mutations” and in-
sert “genotjfpe, mutation, or chromosomal change or a

pattern of changes”.

On page 31 of the Amendment, line 11, strike the
comma and insert a period and the following: -“Such a
burden fnay be met through fhe production, consistent
with applicablé patienf privacy laws, of a test requisition

or other”.

On page 31 of the Amendment, line 16, after “per-
formed”” insert a period and the following:- “Nothing in
this pardgraph shall be construed as requiﬁng the pro-

. duction of any information in conﬂiét With_ applicable pa-

tient privacy laws.”.

On page 31 of the Amendment, after line 20, insert

the following:

1 (¢) RUuLE OF CONSTRUCTION.—The amendment
2 made by subsection (a) shall not be construed to reflect
3 any expression by the Congress with respéct to the patent-

4 ability of génetic material or genetic diagnostic testing.

.
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