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VIA FIRST CLASS MAIL AND FACSIMILE
March 4, 2011

David J. Kappos, J.D.

Under Secretary of Commerce for Intellectual Property and 

   Director of the United States Patent and Trademark Office

Madison Buildings
600 Dulany Street
Alexandria, VA 22314

Re:
Policy Regarding Examination of RCEs
Dear Director Kappos:


We are writing to urge you to rescind or revise your change to the docketing of Requests for Continued Examination (RCEs) announced in your USPTO Notice dated October 19, 2009.  Prior to this change, the examiner was required to act in an expeditious manner on the case.  Now, the case is treated as if it were a newly filed application, and cases that may have had extensive, time consuming, and expensive prosecution by the applicant and examination by the patent examiner, may not be acted on for one to three years.  Attached is a list of some of the applications we are prosecuting which have already experienced significant delays due to the policy change.  Examiners and their supervisors say they have no deadlines to act on these cases and therefore put them into the same docket as cases in which examination has not yet begun.  This is detrimental to efficient prosecution and the effective resolution of issues.


RCEs may be filed for many reasons.  In some cases, data from clinical or animal studies may not have been available earlier.  In some cases, RCEs are filed due to poor examination in the first office action on the merits.  It is not uncommon to have applications in which weak art is cited in the first office action on the merits.  The art may not teach an element present in all of the claims.  In the face of such a rejection, it is appropriate to point out where the art fails, without amending the claims.  When we do this in our response to the office action, the examiner regularly issues a final rejection in which new, not earlier presented, prior art is cited by the examiner to make up for the earlier deficiency.  Although we could appeal the rejection with confidence in prevailing at the board, this is not an attractive option due to the expense of appealing and the delay in obtaining a decision on appeal.  Rather, we often ask to interview the application and sometimes get agreement that the rejection is flawed but with the understanding that a more on point rejection could be made against which claim amendments and evidence would be needed.  In these circumstances, the examiner will not allow the application, we do not want to appeal the rejection and realize that amendments and evidence are needed, and so the option is to file a RCE.  In other cases, the examiner will not grant an interview unless we file a RCE.


We find interviews with examiners to be useful to cut through misunderstanding of what the invention is, what applicants intend to claim, and what the evidence means.  Although interviews increase the cost of prosecution (in terms of time and effort we expend), we have found interviews are worth the cost if the examiner can act soon after the interview.  The value of interviews diminishes as time passes between the interview and action by the examiner.  Interviews cost the applicants a substantial amount of time and money, and inventors, their assignees, investors and/or licensees become frustrated when the effort appears to have been totally wasted.


Under the prior docketing of RCEs, the examiner would act on the application soon after the RCE was filed while the shared understanding was fresher in the examiner’s mind.  This allowed real progress to be made in prosecution and for it to be made with less pendency of the application.  Under the changes in docketing of RCEs, there can be a significant delay before examiners act on applications, already more than 15 months in some cases (see attached list).  This delays ultimate resolution of the application and often sets back prosecution because the examiner does not recall the understandings reached prior to filing of the RCE.
  In some cases, it results in the case being assigned to a new examiner and having to start the process all over.

We are aware that the change in docketing does not prevent an examiner from acting sooner on an application following a RCE.  However, busy examiners tend not to act on applications until they are up for action on their dockets.  Worse, if the examiner does not want to deal with what the examiner perceives as a problem application (or for other personal reasons) the examiner now has the means to delay action for a considerable length of time.  In cases where poor initial examination created the need for a RCE, these delays lengthen the time before a reasonable appeal can be taken.


We understand that your reasons for changing docketing of RCEs were to reduce the amended docket of examiners, to encourage earlier examination of new special applications (by putting RCEs on an equal docket footing with such applications), and, we suspect, to discourage the filing of RCEs.  We believe that your desired outcome was for more efficient prosecution (by encouraging applicants to get serious about prosecution earlier and not rely on RCEs so much
) and reduce pendency by encouraging earlier first office actions on new special applications.  


Regarding the first, we are already serious about prosecution in our applications and the delay in examination following a RCE actually reduces the efficiency of examination because the examiner needs more effort to get up to speed on the application after the delay.  Regarding the second, we think that the pendency calculation that supports this outcome is flawed by failing to consider the overall pendency for the entire life of the patent application from first filing to ultimate disposal without regard to whether a RCE was filed.  A RCE is not a new application.  Rather, it is always an application well into prosecution that could benefit from continuity in examination instead of a long delay.

In response to our call to the Group 1600 director regarding delays in prosecution, we were told by a representative that they did not have the authority to make examiners act “out of order” with respect to examination of RCEs, and that this could result in RCEs not being acted on for one to three years after being filed, in view of the current backlog.  We were also advised that they had heard other complaints about how RCEs were now being handled.

For these reasons, we urge you to return to the prior docketing of RCEs.






Very truly yours,
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Patrea L. Pabst 
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Charles Vorndran, Ph.D.
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Michael J. Terapane, Ph.D. J.D
Patent Applications In which an RCE has been Filed and Still Not Been Acted On
U.S.S.N.


Date of filing RCE:
10/502/495


12/18/2009

11/951,819


06/02/2010

11/777,951


08/09/2010

11/562,849


08/12/2010

11/550,007


09/13/2010

12/025,700


09/14/2010

11/335,138


09/20/2010

11/426,292


09/22/2010

12/192,871


10/11/2010

11/682,546


10/27/2010

11/616,098


10/29/2010

11/367,328


11/15/2010

Pabst Patent Group LLP


1545 Peachtree St. NE, Suite 320, Atlanta, GA 30309


Phone: 404-879-2150     Fax: 404-879-2160
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Patrea L. Pabst


Partner


404-879-2151


patrea@pabstpatent.com











� We are aware that all aspects of prosecution should be reduced to writing in the record of prosecution, but the confidence examiners have in what we write regarding understandings reached in interviews is reduced after a long delay.


� For reasons we discussed above, this is not often possible given the common reason for the RCEs we file.  We also do not see that the docketing change encourages examiners to be more efficient in prosecution.
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