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Re: Information Collection Request, Comment Request 0651-00xx, 73 Fed. Reg. 

58943 (Oct. 8 2008) 
 
 Letter 3:  Falsified certifications of economic effect and burden 

Dear Mr. Fraser: 

 This is my third of several letters on Information Collection Request 0651-00xx 

ICR.   This letter addresses the PTO’s pattern of obviously falsified certifications.   

 In the preamble to the 2007 proposed rule,1 the PTO certified to OMB and the 

Small Business Administration Office of Advocacy that the rule would have negligible 

economic effects and no new paperwork burdens (72 Fed. Reg. at 41483 col. 3 to 

41484, col. 2): 

 

… 

 

                                            

 1  RIN 0651-AC12, Rules of Practice Before the Board of Patent Appeals and 
Interferences in Ex Parte Appeals, 73 Fed. Reg. 32938 (Jun. 10, 2008). 
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Yet, on the very same page, the PTO provided a catalog of changes in the proposed 

rule.  Here is an excerpt from the list, focusing only on those elements that add new 

paperwork burdens (72 Fed. Reg. at 41483, col. 2-3).  Note that this list does not 

include changes that have non-paperwork economic effects (e.g., changes in the 

burden of proof to the disadvantage of applicants with meritorious claims, the loss of 

patent property rights abandoned simply because the procedures are too expensive, 

and businesses that cannot be formed because of the reduced availability of patent 

protection): 
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It is inconceivable that anyone – whether a patent attorney, a PTO Commissioner, the 

PTO’s § 1320.7 “Senior Official” responsible for making submissions to OMB, or an 

OMB Desk Officer – could look at this list of “new,” “additional,” “expanded” and newly 

“established” requirements and seriously believe that there is no new burden. 

 Then, in the preamble to the 2008 Final Rule, the PTO again stated to OMB, and 

certified to SBA-Advocacy, that the rule would have negligible economic effects and no 

new paperwork burdens (73 Fed. Reg. 32969 col. 1 and 32972 col. 2): 

 

 
In contrast, in the preamble, the PTO lists some of these changes (73 Fed. Reg. 32969, 

col. 2): 
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Again, no person with the slightest experience with patent law, or regulatory policy of 

any form, could possibly believe that this list involves no new paperwork burdens. 
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Further, it is astoundingly naïve to believe that changes like these would have no 

material economic effects. 

 Anyone who also read the so-called “60-day notice” the PTO published on June 

9, 20082 would know that the certifications in the June 10 notice were obviously and 

knowingly false.  The “60-day notice” admitted to paperwork burdens exceeding $250 

million per year.  The PTO has never had to publicly explain how it is that $250 million in 

annual paperwork burden is the same as “no burden,” or how $250 million in annual 

paperwork burden is “not significant” for purposes of Executive Order 12,866. 

 With all due respect, one can only conclude that PTO purposefully deceived 

OMB about the contents of this rule. The primary means of the deception was PTO’s 

assurance to OMB that the rule was a minor administrative exercise, and thus it 

deserved no OMB oversight. The question posed by ICR 0651-00xx is whether OMB 

will reward the PTO for its deceitful conduct or hold it accountable in accordance with its 

longstanding statutory authority under the Paperwork Reduction Act. 

Sincerely, 

/s/ David E. Boundy 

Vice President, Assistant General Counsel 
Intellectual Property 

Cantor Fitzgerald L.P. 
499 Park Ave. 
New York, NY   10022 
(212) 294-7848 
(917) 677-8511 (FAX) 

                                            
2 Board of Patent Appeals and Interferences Actions, New collection; comment request, 

72 Fed. Reg. 32559 (June 9, 2008). 


